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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submissions filed on 
October 28, 2008 and January 28, 2009 have been entered. 

This is in response to the Amendment dated October 28, 2008 and Supplemental 
Amendment dated January 28, 2009. The text of those sections of Title 35, U.S. Code 
not included in this action can be found in a prior Office action. 

Response to Arguments 

Claim Objections 

Claims 1 and 3 have been objected to because of minor informalities. 
The rejection of claims 1 and 3 has been withdrawn in view of Applicants' 
amendment. 

Claim Rejections - 35 USC § 1 1 2 

Claims 1-2, 8 and 17 have been rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
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subject matter which applicant regards as the invention. 

The rejection of claims 1-2, 8 and 17 under 35 U.S.C. 112, second paragraph, 
has been withdrawn in vie of Applicants' amendment. 

Claim Rejections - 35 USC § 103 

Claims 1-5 and 8-17 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 1,074,640 A1 ('640) in combination with Matsuda (US Patent No. 
5,645,706). 

With regards to claims 9 and 17, the rejection under 35 U.S.C. 103(a) as being 
unpatentable over EP 1 ,074,640 A1 ('640) in combination with Matsuda has been 
withdrawn in view of Applicants' amendment. Claims 9 and 17 have been cancelled. 

With regard to claims 1-5, 8, 10-16 and 19, the rejection under 35 U.S.C. 103(a) 
as being unpatentable over EP 1 ,074,640 A1 ('640) in combination with Matsuda is as 
applied in the Office Actions dated September 28, 2007 and April 9, 2008 and 
incorporated herein. The rejection has been maintained for the following reasons: 

Applicants state that Matsuda conducts an electrolytic treatment using a 
conventional non-electrolytic treatment bath. 

Applicants state that dissolution of Fe is inevitable as long as a steel material or 
an Fe electrode is used. However, the amount of the dissolved Fe ions can be 
suppressed by controlling the voltage and current applied so that Fe ions in the 
treatment bath exists under the concentration in which Fe 3+ ions dissolve (the ORP is 
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770mV or greater). Regarding Matsuda, the Office Action alleges that "since Fe 3 ^ is 
stably present in the bath with an ORP of 560mV or greater..." (Office Action, col. 13, 
lines 39-58). However, Matsuda relates to a conventional non-electrolytic treatment bath 
in which sludge is unavoidably formed. 

In response, EP '640 is the primary reference. Matsuda is the secondary 
reference. EP '640 is used to teach the phosphate chemical treatment bath (see Office 
Action date September 28, 2007, pages 11- 12, bridging paragraph). Matsuda is used to 
modify EP '640 for only the limitations recited in present claims 3 and 4 (see Office 
Action date September 28, 2007, pages 17-18, bridging paragraph). 

The Examiner is not modifying the entire bath disclosed by EP '640, but is only 
modifying the amount of Fe ions dissolved in the phosphate chemical treatment bath 
disclosed by EP '640. 

One having ordinary skill in the art would have taken the knowledge about Fe 
ions from Matsuda and applied it in EP '640 because the Fe ions disclosed in Matsuda 
is the same as the Fe ions disclosed in EP '640 and an element and all of its properties 
are inseparable (MPEP § 2141. 02(V)). 

EP '640 teaches that: 

In the case of using metal materials that dissolve and precipitate easily and 
become film components (such as Fe, Zn or Cu) of Table 3 for the anode, those metals 
dissolve easily in the phosphate chemical treatment bath even if voltage is not applied. 
If this phenomenon (action) is left undisturbed, these metal ions dissolve in the 
treatment bath even when treatment is not performed. As a result, the state of the 
treatment bath ends up changing to a state that that does not allow treatment to 
be performed. Consequently, there is a need to provide a means for inhibiting that 
dissolution. It is preferably to take the following measures as specific examples of 
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measures to be taken as means for inhibiting dissolution: 

(1 ) controlling the surface area of the metal electrode (anode) during 
electrolysis, 

(2) controlling the electrolysis current of the metal electrode (anode) during 
electrolytic treatment, 

(3) performing weak electrolysis (dormant electrolysis) to a degree that the 
metal used for the cathode does not dissolve (to a degree that the solution components 
do not decompose) while using an insoluble electrode for the anode and a metal 
electrode that dissolves easily (Fe, Zn, Cu) for the cathode, when electrolysis is 
dormant, with this electrolysis to be referred to as "dormant electrolysis" (page 13, 
[0129]). 

The ORP (oxidation-reduction potential) of the treatment bath reflects the 
composition of the treatment bath (page 22, [0219]). 

Matsuda teaches that: 

The iron is dissolved and oxidized by Chemical Equations 3 and 10: 

Fe ->> Fe 2+ + 2e ->• AH [Chemical Equation 3] 

Fe 2+ -> Fe 3+ + e +0.77 V [Chemical Equation 1 0] 

causes the treatment bath to contain both Fe 2+ and Fe 3+ , and so the ORP may be 560 
mV or greater. In addition, the reaction of the formation of the film (Chemical Equation 
4): 

3(Zn 2+ , Fe 2+ ) + 2H 2 P0 4 " -> (Zn, Fe) 3 (PO) 4 + 4H + [Chemical Equation 4] 

is also promoted, and thus the formation of the chemical film takes place. Since 
Fe 3+ is stably present in the bath with an ORP of 560 mV or greater, the chemical 
treatment coating which is formed is assumed to be a phosphate chemical coating 
including iron in the form of both Fe 2+ and Fe 3+ (col. 13, lines 19-58). 

Thus, if the ORP reflects the composition of the treatment bath, then the amount 
of Fe ions dissolved into the phosphate chemical treatment bath would have regulated 
and monitored the ORP of the treatment bath. 

If the iron is dissolved and oxidized by Chemical Equations 3 and 10, and Fe 3+ is 
stably present in the bath with an ORP of 560 mV or greater, then one having ordinary 
skill the art would have controlled the amount of Fe ions dissolved in the phosphate 
chemical treatment bath to regulate and maintained that ORP phosphate chemical 
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treatment bath to a value in the range of 770 mV to 960 mV to promote film formation 
and have Fe 3+ stably present in the bath. 

Applicants state that although EP '640 refers to "unavoidably formed reaction 
products (sludge) and nitrides (such as N0 2 ) by reduction of nitrate ion other than.., can 
be removed from the treatment bath," it fails to disclose the constituent feature of the 
presently claimed invention that makes it possible to conduct an electrolytic treatment of 
an electroconductive material continuously for a long time period. 

In response, what is the constituent feature of the presently claimed invention 
that makes it possible to conduct an electrolytic treatment of an electroconductive 
material continuously for a long time period? 

Applicants state that EP '640 fails to control the amount of substance harmful to 
the reaction, generated in the electrolytic phosphate chemical treatment reaction. In the 
presently claimed invention, the substance harmful to the reaction, such as (a) excess 
Fe ions, (b) N2O4 generated from the reduction of nitrate ions, is removed from the 
treatment bath so as to obtain a stable treatment bath. 

In response, there is no claim basis for removing an amount of -- harmful 
substance - or an excess amount of Fe ions in the claims as presently written. 

As to removing the amount of N2O4 generated from the reduction of nitrate ions, 
the N 2 0 4 gas is presently claimed in the alternative, i.e., "separating N0 2 and/or N 2 0 4 
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gas formed in the treatment" (claim 1 , lines 28 and 33-34). If N 2 0 4 is not formed, then it 
there is no need for it to be removed, or disclosed by the prior art. 

Applicants state that the reaction according to (13) occurs when the ORP of the 
treatment bath is 800 mV or less. Thus, N 2 0 4 does not generate when the ORP of the 
treatment bath is greater than 800 mV. 

In response, claim 1 , lines 35-38, recite that "the oxidation-reduction potential 
(ORP) of said phosphate chemical treatment bath, indicated as the potential relative to 
the hydrogen standard electrode potential, is maintained at 770 mVto 960 mV, and is 
used to monitor the phosphate chemical treatment bath". 

Thus, from 801 mV to 960 mV, N 2 0 4 is not generated. If N 2 0 4 is not generated, 
then it there is no need for it to be removed, or disclosed by the prior art. 

EP '640 teaches that the ORP of the treatment bath is preferably between -0.83 
V and 1 .23 V in principle (page 22, [0219]). The method disclosed by EP '640 would not 
have generated N 2 0 4 when the ORP is 0.80 V to 1 .23 V. 

Applicants state that EP '640 relates to a method using an electrolytic bath and 
hence the preferable pH range is 0.5-5 (paragraph [0218]). The ORP is based on Table 
4 showing the reaction formulas that are involved in electrolytic phosphate chemical 
treatment (paragraph [0219]). In the presently claimed invention, the ORP and pH 
values are further restricted. The ORP of 770 to 960mV depends on the reaction 
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formulas (3) and (12). The pH of 2.5 or lower is effective against the N 2 0 4 generation. 

In response, EP '640 teaches that the preferable pH range is 0.5-5 and the ORP 
of the treatment bath is preferably between -0.83 V and 1 .23 V in principle (page 22, 
[0219]). In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists (MPEP § 2144.05(1)). 

Response to Amendment 
Election/Restrictions 

Applicant's election with traverse of the specie of cathodic electrolysis in the reply 
filed on March 27, 2009 is acknowledged. The traversal is on no ground(s). 

Applicant's election of the specie of cathodic electrolysis in the reply filed on 
March 27, 2009 is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). 

The requirement is still deemed proper and is therefore made FINAL. 

Accordingly, the specie of anodic electrolysis is withdrawn from consideration as 
being directed to a non-elected invention. 

Furthermore, the specie of anodic electrolysis has been deleted from the claims. 

Claim Objections 

Claim 19 is objected to because of the following informalities: 
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Claim 19 

line 6, it is suggested that the word - ions - be inserted after "Fe 3+ " (second 
occurrence). 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
I. Claims 1-5, 8, 10-16 and 19 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
A. Claim 1 

lines 23-24, recite "a Fe ion source, the Fe ion source being at least one of an 
electrode" 

Applicants' specification, pages 1-44, does not disclose a Fe ion source, the Fe 
ion source being at least one of an electrode. Thus, there is insufficient written 
description to inform a skilled artisan that Applicants were in possession of the claimed 
invention as a whole at the time the application was filed. 

The Examiner has carefully considered the entire specification as originally filed, 
however, there is found no literal support in the specification for the newly added 
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limitations in amended claim 1 . Applicants have not provided the page number and line 
numbers from the specification as to where the newly added limitations are coming 
from. Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983) aff'd mem. 738 F.2d 453 
(Fed.Cir. 1984). 

B. Claim 1 

lines 31-34, recite " circulating the treatment bath between the two tanks, and 
providing a mechanism that opens treatment liquid to the atmosphere at a reduced 
pressure either between the two tanks or within the two tanks, as a means of separating 
NO? and/or N9O4 gas formed in the treatment accompanying electrolytic treatment from 
the treatment bath". 

Claim 13 

lines 1-5, recite "further comprising removing , through a liquid circulation circuit, a 
portion of the treatment liguid at a location prior to being introduced into a filter material 
in a filter, exposing the removed treatment liguid to the atmosphere , and returning it to 
the electrolytic treatment tank after separating NO? and N ?O d present in the treatment 
liquid. 

There are two separate, independent circulating and atmosphere exposing steps 
recited in the present claims. The treatment bath is circulated between the two tanks 



Application/Control Number: 10/077,777 
Art Unit: 1795 



Page 1 1 



and changes into the treatment liquid . The treatment liquid is opened to the atmosphere 
and then a portion of the treatment liquid is removed by circulation and the removed 
treatment liquid is exposed to the atmosphere. 

Applicants' specification, pages 1-44, does not disclose two separate, 
independent circulating and atmosphere exposing steps. Thus, there is insufficient 
written description to inform a skilled artisan that Applicants were in possession of the 
claimed invention as a whole at the time the application was filed. 

The Examiner has carefully considered the entire specification as originally filed, 
however, there is found no literal support in the specification for the limitations in claims 
1 and 13. Applicants have not provided the page number and line numbers from the 
specification as to where the newly added limitations are coming from. Ex parte 
Grasselli, 231 USPQ 393 (Bd. App. 1983) aff'd mem. 738 F.2d 453 
(Fed. Cir. 1984). 

II. Claims 1-5, 8, 10-16 and 19 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
Claim 1 

lines 10-11, "the metal ions dissolved in said phosphate chemical treatment bath" 
lack antecedent basis. 
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line 24, the claim limitation of "(when said electrode comprises Fe)" is indefinite. 

The claim limitation in the parentheses raises a question or doubt as to whether 
the feature introduced by such language is (a) merely exemplary of the remainder of the 
claim, and therefore not required, or (b) a required feature of the claims. 

line 25, the claim limitation of "(when the metal article to be treated comprises a 
steel material)" is indefinite. 

The claim limitation in the parentheses raises a question or doubt as to whether 
the feature introduced by such language is (a) merely exemplary of the remainder of the 
claim, and therefore not required, or (b) a required feature of the claims. 

lines 28-29, "the electrolytic treatment bath" lacks antecedent basis. 

line 29, the "the treatment bath" is indefinite. 

There are two treatment baths previously recited in the method: the phosphate 
chemical treatment bath recited in claim 1 , lines 5-6; and the electrolytic treatment bath 
recited in claim 1, lines 28-29. 

It is unclear from the claim language which treatment bath this claim limitation is 
further limiting. See also claim 1, lines 31 and 34; claim 14, line 2; and claim 15, lines 2- 
3. 

Subsequent mention of an element is to be modified with claim language making 
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the latter mention(s) of the element unequivocally referable to its earlier recitation. See 
Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. Ga. 1985), 
aff'd, 810 F.2d 1 1 13 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law Fundamentals' 
§14.06 (2d. Ed. 1984)). 

line 30, it appears that the "electrolytic treatment" is not the same as the 
electrolytic treatment recited in claim 1, line 5. However, it is unclear from the claim 
language as to whether this is the case. 

line 31 , it appears that the "electrolytic treatment" is the same as the electrolytic 
treatment recited in claim 1, line 30. However, the claim language is unclear as to 
whether it is. See also claim 10, lines 2-3; and claims 12, line 3. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," thereby making the latter mention(s) of the element unequivocally 
referable to its earlier recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. 
Supp 493,495 (N.D. Ga. 1985), affd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. 
Rosenberg, 2 Patent Law Fundamentals' § 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the electrolytic 
treatments? The claim is incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. 
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line 32, it appears that the "treatment liquid" is the same as the treatment bath 
recited in claim 1 , line 31 . However, the claim language is unclear as to whether it is. 
See also claim 10, line 3; claim 12, lines 2-3; and claim 13, lines 3-5. 

Subsequent mention of an element is be modified with consistent claim language 
thereby making the latter mention(s) of the element unequivocally referable to its earlier 
recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. 
Ga. 1985), affd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law 
Fundamentals' § 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the treatment liquid 
and the treatment bath? The claim is incomplete for omitting essential structural 
cooperative relationships of elements, such omission amounting to a gap between the 
necessary structural connections. 

lines 33-34, it appears that the "NO2 and/or N2O4 gas formed" is the same as the 
N0 2 and/or N 2 0 4 gasses generated recited claim 1 , line 28. However, the claim 
language is unclear as to whether it is. 

Subsequent mention of an element is be modified with consistent claim language 
thereby making the latter mention(s) of the element unequivocally referable to its earlier 
recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. 
Ga. 1985), aff'd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law 
Fundamentals' § 14.06 (2d. Ed. 1984)). 
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If it is not the same, then what is the relationship between the N0 2 and/or N 2 0 4 
gas formed and the NO2 and/or N2O4 gasses generated? The claim is incomplete for 
omitting essential structural cooperative relationships of elements, such omission 
amounting to a gap between the necessary structural connections. 

line 34, "the treatment" is indefinite. 

There are two treatments recited in the method: the electrolytic treatment recited 
in claim 1 , line 5; and the electrolytic treatment recited in claim 1 , line 30. 

It is unclear from the claim language which treatment bath this claim limitation is 
further limiting. 

Subsequent mention of an element is to be modified with consistent claim 
language thereby making the latter mention(s) of the element unequivocally referable to 
its earlier recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 
493,495 (N.D. Ga. 1985), afTd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. Rosenberg, 2 
Patent Law Fundamentals' § 14.06 (2d. Ed. 1984)). 

line 34, it appears that the "electrolytic treatment" is the same as the electrolytic 
treatment recited in claim 1, line 30. However, the claim language is unclear as to 
whether it is. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," thereby making the latter mention(s) of the element unequivocally 
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referable to its earlier recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. 
Supp 493,495 (N.D. Ga. 1985), afTd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. 
Rosenberg, 2 Patent Law Fundamentals' § 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the electrolytic 
treatments? The claim is incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. 

Claim 2 

line 2, "said electrolytic treatment" is indefinite. 

There are two electrolytic treatments previously recited in the method: the 
electrolytic treatment recited in claim 1 , line 5; and the electrolytic treatment recited in 
claim 1, line 30. 

It is unclear from the claim language which electrolytic treatment this claim 
limitation is further limiting. See also claim 2, line 9. 

Subsequent mention of an element is to be modified with claim language making 
the latter mention(s) of the element unequivocally referable to its earlier recitation. See 
Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. Ga. 1985), 
aff'd, 810 F.2d 1 1 13 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law Fundamentals' 
§14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the electrolytic 
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treatments? The claim is incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. 

lines 3-4, it appears that "a phosphoric acid" is the same as the phosphoric acid 
recited in claim 1 , line 8. However, the claim language is unclear as to whether it is. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," thereby making the latter mention(s) of the element unequivocally 
referable to its earlier recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. 
Supp 493,495 (N.D. Ga. 1985), affd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. 
Rosenberg, 2 Patent Law Fundamentals' § 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the phosphoric acids? 
The claim is incomplete for omitting essential structural cooperative relationships of 
elements, such omission amounting to a gap between the necessary structural 
connections. 

lines 4-5, " the metal material article for which the dissolution-precipitation 
equilibrium potential at which the metal ions dissolved in the phosphate chemical 
treatment bath are reduced and precipitate as the metal is greater than or equal to -830 
mV, which is the cathodic reaction decomposition potential of water when indicated as 
the hydrogen standard electrode potential" lack antecedent basis. 
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Claim 3 

line 4, it appears that "a solubility limit" is the same as the solubility limit recited in 
claim 1 , line 26-27. However, the claim language is unclear as to whether it is. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," thereby making the latter mention(s) of the element unequivocally 
referable to its earlier recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. 
Supp 493,495 (N.D. Ga. 1985), affd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. 
Rosenberg, 2 Patent Law Fundamentals' § 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the solubility limits? 
The claim is incomplete for omitting essential structural cooperative relationships of 
elements, such omission amounting to a gap between the necessary structural 
connections. 

Claim 13 

line 5, it appears that the "N0 2 and N 2 0 4 " is the same as the N0 2 and/or N 2 0 4 
gasses generated recited in claim 1 , line 28. However, the claim language is unclear as 
to whether it is. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," and is to be modified with consistent claim language, thereby 
making the latter mention(s) of the element unequivocally referable to its earlier 
recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. 
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Ga. 1985), aff'd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law 
Fundamentals^ 14.06 (2d. Ed. 1984)). 

Furthermore, if the "N0 2 and N 2 0 4 " is present in the treatment liquid , and the 
treatment liquid is the same as the treatment bath ; and the treatment bath is the same 
as the electrolytic treatment bath ; and the electrolytic treatment bath is the same as the 
phosphate chemical treatment bath , then, the NO2 and/or N2O4 gasses in the method 
are from one source and has to be the same. 

Claim 16 

lines 1-3, is a duplicate of claim 14 if the phosphate chemical treatment bath is 
the same as the treatment bath. 

Claim 19 

line 3, it appears that "a Fe electrode" is the same as the Fe source being at least 
one of an electrode or when said electrode comprises Fe as recited in claim 1 , lines 23- 
24. However, the claim language is unclear as to whether it is. 

Subsequent mention of an element is to be modified by the definite article "the", 
"said" or "the said," and is to be modified with consistent claim language, thereby 
making the latter mention(s) of the element unequivocally referable to its earlier 
recitation. See Slimfold Mfg. Co. v. Kincaid Properties, Inc., 626 F. Supp 493,495 (N.D. 
Ga. 1985), aWd, 810 F.2d 1113 (Fed. Cir. 1987) (citing P. Rosenberg, 2 Patent Law 
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Fundamentals^ 14.06 (2d. Ed. 1984)). 

If it is not the same, then what is the relationship between the Fe electrodes? The 
claim is incomplete for omitting essential structural cooperative relationships of 
elements, such omission amounting to a gap between the necessary structural 
connections. 

III. Claims 1-5, 8, 10-16 and 19 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01 . The omitted structural cooperative 
relationships are: between the phosphate chemical treatment bath, the electrolytic 
treatment bath and the treatment liquid. 
Claim 1 

lines 5-6, recite "a phosphate chemical treatment bath", 
lines 28-29, recites "the electrolytic treatment bath", 
line 32, recites "treatment liquid". 

Is the treatment liquid the same as the electrolytic treatment bath : and the 
electrolytic treatment bath the same as the phosphate chemical treatment bath ? 

There are three baths recited in the present claims. The claim language omits 
reciting a cooperative relationship between them. 
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IV. Claims 1-5, 8, 10-16 and 19 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01. The omitted structural cooperative 
relationships are: between the circulating and exposing steps. 
Claim 1 

lines 31-34, recite " circulating the treatment bath between the two tanks, and 
providing a mechanism that opens treatment liquid to the atmosphere at a reduced 
pressure either between the two tanks or within the two tanks, as a means of separating 
NO? and/or N9O4 gas formed in the treatment accompanying electrolytic treatment from 
the treatment bath". 

Claim 13 

lines 1-5, recite "further comprising removing , through a liquid circulation circuit, a 
portion of the treatment liguid at a location prior to being introduced into a filter material 
in a filter, exposing the removed treatment liguid to the atmosphere , and returning it to 
the electrolytic treatment tank after separating NO? and N ?O d present in the treatment 
liquid. 

There are two separate, independent circulating and atmosphere exposing steps 
recited in the present claims. The treatment bath is circulated between the two tanks 



Application/Control Number: 10/077,777 
Art Unit: 1795 



Page 22 



and changes into the treatment liquid . The treatment liquid is opened to the atmosphere 
and then a portion of the treatment liquid is removed by circulation and the removed 
treatment liquid is exposed to the atmosphere. 

When and how does the treatment bath change into the treatment liquid ? The 
claim language omits reciting a cooperative relationship between them. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDNA WONG whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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